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Art Unit: 3629 

Applicant's response of 12/13/06 has been entered. The examiner will address 
applicant's remarks at the end of this office action. 



1. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 16-19 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 16-19 are directed to method steps that 
are using structure recited in apparatus claim 16. This is improper because these 
claims then appear to be directed to both an apparatus and the method of using that 
apparatus. Claims must fall into only one statutory class of invention at one time to be 
considered statutory. These claims are mixing two different statutory classes of 
invention, which renders them as non-statutory. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 16-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For claims 16-19, it is not clear as to what statutory class of invention the claims 
fall into. Claims 16-19 are directed to method steps that are using structure recited in 
apparatus claim 16 (i.e. the data input receives vehicle diagnostic data over a 
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wireless communications link "). This is improper because these claims then appear 
to be directed to both an apparatus and the method of using that apparatus. One 
wishing to avoid infringement would not know whether just having the system would 
constitute infringement, or if having the claimed system and performing the claimed 
steps would constitute infringement. Are these claims method claims or apparatus 
claims? This is not clear and renders the claims indefinite. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-4,6-19, are rejected under 35 U.S.C. 102(e) as being anticipated by Li 
(20020072808). 

For claims 1,2,4,1 1, Li discloses a system and method for providing vehicle 
information. Li discloses a system where a user (vehicle owner or automotive service 
associate) can enter information concerning a given vehicle and the system can then 
analyze that information to give a diagnosis of what may be wrong; The system also 
can determine the warranty status of the vehicle based on the diagnosis of the problem. 
See figure 17 and paragraph 61 where it is disclosed that vehicle identification 
information is entered. Figure 17 shows the VIN number being entered, which identifies 
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the vehicle. The entering of diagnostic information is satisfied by the disclosure in 
paragraph 55. See paragraph 42 for a disclosure of comparing the entered information 
to a symptoms database 90 to determine a prognosis. The results are then displayed 
as claimed. Databases are used to store the data (for claim 11). 

For claim 3, see paragraph 45 where it is disclosed that there is a warranty 
module 41 that identifies warranty solutions. 

For claim 6, the means for entering the vehicle identification information and the 
means for entering the diagnostic information are satisfied by the computer interface 80, 
that allows entry of the claimed type of data. The means for comparing the entered 
data is module 30, that compares entered vehicle information to a symptoms database 
to determine a prognosis. The means for displaying is either the user interface that 
displays the data or the display of the computer itself that displays the data. A display 
means is found in Li. 

For claims 7,9,12,14, the means to ID service solutions is module 30. This 
involves repair data. 

For claims 8,1 3, the means to ID warranty solutions is module 41 . This includes 
warranty information. 

For claims 10,15, the claimed limitation is directed to non functional descriptive 
material that does not serve as a limitation. Claims 6 and 9 are apparatus claims 
directed to the system of the invention. The data that identifies the vehicle is not 
actually part of the system, but is what the system uses to perform the disclosed 
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method. This claim is not reciting anything further structurally to the system that is 
recited in claim 9. The prior art satisfies what is claimed. 

For claims 16-19, applicant is reciting method steps of how certain data is being 
entered, in what the independent claim sets forth as apparatus claims. These steps are 
not defining any further structure to the system recited in claim 1 1 but are directed to the 
intended manner of use, so they are satisfied by Li. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

-s 

the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (0 or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Li 
(20020072808). 
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For claim 5, not disclosed is that the entered vehicle identification information is 
the make, model, and year of the car. In Li, it is disclosed that the VIN (vehicle 
identification number) is entered. The VIN number represents the make, model, year, 
and options that the vehicle has. One of ordinary skill in the art would readily appreciate 
this fact and would have found it obvious to have the vehicle identification information 
that is entered be the make, model, and year, as claimed. Li discloses the entering of 
vehicle ID data and modifying Li to accept the make, model, and year, as opposed to 
the VIN number, is something that one of ordinary skill in the art would have found 
obvious. 

10. Applicant's arguments filed 12/13/06 have been fully considered but they are not 
persuasive. 

With respect to the 1 12,2 nd rejection and the 101 rejection, the amendment to 
claims 16-19 does not correct the problem of claiming method steps in apparatus type 
of claims. In the opinion of the examiner, claims 16-19 are still reciting a method step of 
using recited structure (i.e. the data input receives vehicle diagnostic data over a 
wireless communications link ). Applicant has not explained why the rejection has been 
overcome by the new claim language, which is still reciting a method step. The 
rejection is being maintained. 

Applicant has argued that in Li, "The information inputted by the customer is not 
diagnostic information from a vehicle analyzer and/or the onboard monitor as shown, for 
example, on FIG. 1". This argument is not commensurate with the scope of the claims 
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because all that the claims recite is the entering of this information. It is not claimed that 
the information is coming from a "vehicle analyzer and/or the onboard monitor" as has 
been argued. The claim scope allows for a person to enter the claimed information, 
contrary to what has been argued. This argument is non-persuasive. 

With respect to the arguments in paragraph 2 on page 12, they amount to just a 
mere allegation of patentability and are found to be non-persuasive. This is because all 
that is argued is a conclusion by applicant with no explanation being provided to explain 
the position of applicant. The examiner does not see any real argument presented that 
explains why the rejection is in error. Why does Li not satisfy what is claimed? 
Statements such as those in paragraph 2 are purely conclusionary in nature, and do not 
explain to the examiner why Li does not teach what is claimed. The argument is non- 
persuasive. 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




DENNIS RUHL 
PRIMARY EXAMINER 



